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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 19 July 2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) See Continuation Sheet is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-8. 10. 1 1. 14. 16.17.20-24.27-32.35-38.41.49-52.54-57.60.62.63 and 67 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicants submission filed on July 24, 2004 has been entered. 

Response to Amendment 

2. Amendment C, paper # 14, received on July 24, 2004, is acknowledged and entered. 
Claim 9 is cancelled. Claims 1, 20, and 54 have been amended. Currently claims 1-8, 10-11, 14, 
16-7, 20-24, 27-32, 35-38, 41, 49-52, 54-57, 60, 62-63 and 67 are pending for examination. 

Response to Arguments 

3. Applicants arguments filed on July 24, 2004, with regards to amended independent 
claims 1 , 20 and 54 and their dependencies have been fully considered but they are not 
persuasive for following reasons: 

3.1. Regarding rejection of claim 1 and its dependencies 2-11, 14, 16, 17, and 49-52, the 
applicant argues that reference Ryan does not teach controlling the printer by the provider and 
the currently added limitation of providing printing instructions to the printer and therefore, Ryan 
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does not teach controlling the printing by sending both the certificate and the printing 
instructions to the printer (see Remarks, page 13-14). The examiner respectfully disagrees. It 
was submitted in the earlier Office action, see page 5, that Data center 20 corresponds to the 
provider and Control unit 36, which controls all machine operations is part of the provider 
system and communicates with Data center 20 via a modem. The user's control is only on the 
interface 38, such as a key pad via which he issues instructions for his requirements and at that 
time the printer corresponds to consumer's printer as claimed. Ryan further discloses, besides 
controlling all operations of the printer via control unit 36 also send the instructions for printing 
(see at least col.6, lines 17-35, "... at step 260, the Data Center 20 sends the indicia data to the 
printer module 30. In the preferred embodiment, the indicia data is for a closed system indicia and 
includes piece count, postage amount, origin zip, printer identification^ date, digital tokens and check 
digits. Such data allows the Post to verify each indicium using only a limited set of data, i.e., the set of 
meters token keys. ". Note: This data being sent by Data center corresponds to instructions being 
transmitted to the printer. 

The applicant further argues that Ryan is silent about establishing a second 
communication from the provider to the consumer printer (see Remarks, page 14, lines 18-27). 
The examiner disagrees again because Ryan shows clearly that the first communication 
corresponds to receiving a request at step 120 (see FIG.2) and second communication 
corresponds to the Response received from Data center at step 130 (see Fig.2). 

In response to applicant's arguments (see Remarks, page 14, line 28-page 15, line 2) 
against the reference Harvey individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986). In this case the reference Ryan is combined with Harvey to reject 
claim 1. 
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For reasons analyzed above the applicant's arguments concerning claims 2-11, 14, 16, 
17, 49, 52, 35, 6, 22, 27, 10, 38, 57, 11 and 67 (see Remarks pages 15-17) are not persuasive. 



3.2. This action is non-final. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



4.1. Claims 1-5, 7-9, 14,16-17, 20-21, 23-26, 28-29, 30-32, 41, 46, 49-52, 54-56, 60, and 62- 
63 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan and further in view of 
Harvey. 



Regarding claims 1-5, 20-21, 23-26, 30-32, 46, 49-52, and 54-56, Ryan teaches a 
method, a system and a printing device for conducting electronic transactions comprising: 
establishing a first communication connection to a provider from a consumer computer, and said 
communication connection is via Internet or optical communication or wire less medium, 
submitting a request for transaction with consumer's identification and printer identification 
information, provider processing said transaction and generating electronic certificated data, 
establishing a second communication by provider to a consumer printer to transmit said 
authorized electronic certificate data and printing instructions for printing said electronic 
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certificate to the consumer's printer without involvement of a consumer or a consumer's 
computer, provider controlling the printing of an electronic certificate on the consumer's printer, 
acknowledging receipt of said printing data directly to said remote provider, and consumer's 
printer can use two or more communication connections directly with the provider( see at least 
col. 3, line 36-col.5, line 36 & Figs. 1-2. as analyzed below: 

Note: Data center 20 corresponds to the provider in the application. Indicia data 
corresponds to electronic certificate data and the printer module at the consumer's end prints it. 
The printing of electronic certificate data at the consumer's printer is controlled by the Data 
center without involvement from consumer or consumer's computer the data center verifies that 
the printer module is authorized to print that authorized document data [at least see col.3, lines 
40-45]. At step 135, Fig.2, printer acknowledges receipt of the printing data from the provider 
directly. Col.4, lines 58-60 teach communication connection is via Internet or optical 
communication or wireless medium. While communicating on Internet via browser like Netscape 
or Internet explorer the printers can have two or communication connections directly with the 
provider. It is also inherent that printers would function in response to drivers either on the 
resident driver or to a remote driver. Ryan further discloses, besides controlling all operations of 
the printer via control unit 36 also send the instructions for printing (see at least col.6, lines 17- 
35, "... at step 260, the Data Center 20 sends the indicia data to the printer module 30. In the preferred 
embodiment, the indicia data is for a closed system indicia and includes piece count, postage amount, 
origin zip, printer identification^ date, digital tokens and check digits. Such data allows the Post to verify 
each indicium using only a limited set of data, i.e., the set of meters token keys. ". Note: This data 
being sent by Data center corresponds to instructions being transmitted to the printer. Also, 
please note that Ryan shows clearly that the first communication corresponds to receiving a 
request at step 120 (see FIG.2) and second communication corresponds to the Response 
received from Data center at step 130 (see Fig.2).).. 
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Ryan does not teach that the printing data such as electronic certificate/ document 
contains an image file. However, in the same field of postage indicia printing and from the same 
assignee, Pitney Bowes Inc., Harvey teaches that the printing data such as electronic 
certificate/document contains an image file (see at least col.2, line 29-col.3, 53, "... The present 

invention print processing application or print image manipulation application The application 

supplies a modified print file containing the final print images for the documents col.5, lines 13-17, 

"... The applications 19 facilitate batch processing to produce print files 21, containing large numbers of 

document images col. 12, lines 20-34, col.14, lines 6-34, col. 19, lines 5-16,). In view of 

Harvey, it would have been obvious to a person of an ordinary skill in the art at the time of the 
invention to modify Ryan to include the feature that the printing data such as electronic 
certificate/document contains an image file because when the printing data is in the form of 
image it helps to merge a number of images or modify them such as merging the image of an 
address or modifying the print image of a document as explicitly disclosed in Harvey (see at 
least col.2, lines 46-55). 

Regarding claims 7-9, 28-29, Ryan/Harvey further teaches providing an identification 
indicia for printing on said electronic certificate, transmitting it to the consumer's printer with the 
image file and printing the identification indicia on said electronic certificate, confirming that said 
indicia was printed on said electronic certificate and maintaining print-confirmation for said 
electronic certificate by said provider (at least see Ryan, col.3, lines 49-col.4, lines 24, col.5, 
lines 9-29, and col.5, line 58-col.6, line 8). Ryan/Harvey also discloses printing authentic 
certificates of different dimensions (at least see Ryan, col.4, lines 30-32. Envelope and metering 
tape correspond to certificates of different dimensions). 
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Regarding claims 14, and 60, Ryan/Harvey teaches printing original postage label and 
an associated pick-up schedule label (at least see Ryan, col.4, lines 26-50, "..print directly on 



pick-up schedule label). 

Regarding claims 16-17, 41 and 62-63, Ryan/Harvey discloses requesting the user to 
make payment and print original receipt (at least see Ryan, col.5, lines 46-57). 

Regarding claim 32, Ryan/Harvey as applied to claim 30 teaches a printing device, for 
conducting electronic transactions, transmitting a selected indicia on a remote printer and 
printing it as disclosed and analyzed above. Ryan/Harvey as applied to claim 30 does not 
disclose means for canceling a printed image material and for sending information about 
cancellation of said image material to said remote printer. However, Harvey teaches means for 
canceling a printed image material and for sending information about cancellation of said image 
material to said remote printer (see at least col. 18, lines 32-37. Here, Harvey discloses that if a 
error is detected in the printed image of the address the same can be cancelled and corrected 
on the remote printer of the consumer but controlled by the provider's computer. The very fact 
that after the address is cancelled and then corrected and after words no further action is taken 
by the provider's controller the information of canceling the wrong address and then modifying it 
to the correct address is sent to the provider's computer. ). In view of Harvey, it would have 
been obvious to a person of an ordinary skill in the art at the time of the invention to have 
modified Ryan/Harvey as applied to claim 30 to incorporate the means for canceling a printed 
image material and for sending information about cancellation of said image material to said 



envelopes or meter tape 



label printer ". Note: label printer can print postage label as well 
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remote printer because it will allow the system to cancel and correct the printed image of a 
wrong or undesirable data. 

4.2. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan and in 
view of Harvey and further in view of the admitted prior art by the applicant. 

Regarding claim 35, Ryan in view of Harvey as applied to claim 30 discloses a printing 
device associated with a consumer and analyzed above. Ryan in view of Harvey as applied to 
claim 30 does not disclose means for printing an authentic label for a CD ROM. However, the 
applicant has admitted printing on CD ROM as a prior art (see disclosure, page 9, line 21-page 
10, line 5. Note: The applicant's attention is invited to the examiner's argument submitted in the 
earlier office action on page 2 that the applicant admits printing on CD-ROM as a prior art. The 
applicant has not traversed this argument of the examiner and as such it is implied that the 
applicant agrees to the examiner's view that printing on CD ROM is an admitted prior art.). In 
view of the fact that printing on CD ROM is an admitted prior art it would have been obvious to a 
person of an ordinary skill in the art at the time of the invention to have modified Ryan in view of 
Harvey as applied to claim 30 to incorporate the feature of printing authentic labels on CD Rom 
because the labels inform the users the contents downloaded on CD ROM. 

5. Claims 6, 22, 27, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ryan/Harvey and further in view of Hayward et al. (US 2003/0023703 A1), hereinafter, referred 
to as Hayward. 

With regards to claims 6, 22, and 27, Ryan/Harvey teaches a method and system for 
conducting electronic transactions as disclosed in claim 1 , 20 and 23 and analyzed above. 
Ryan/Harvey does not teach that said provider confirming that said printer has sufficient 
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supplies and is connected to the network and replenishing said printer with supplies. However, 
in the field of same endeavor, Hayward teaches that a provider confirming that said printer has 
sufficient supplies and is connected to the network and replenishing said printer with supplies 
(see at least page 3, paragraphs 0033-0044). Doing so would ensure to provide enhanced user 
support information online for computer peripherals like printers, fax machines, etc. by 
eliminating the need for the user to first know what replacements are needed and then seek the 
source for their replacements and finally order and buy those replacements so as not to delay or 
stop the work. . 

6. Claims 10, 38, and 57 are rejected under 35 U.S.C. 103(a) as being obvious over 
Ryan/Harvey and further in view of Official Notice 



61 . With regards to claim 10, Ryan/Harvey teaches a method for conducting 
electronic transactions as disclosed in claim 1, and analyzed above. Ryan/Harvey does not 
teach using bar code for identification indicia. Official Notice is taken of the notoriously known 
concept and benefits of printing bar codes to represent binary information for numbers, letters, 
or a combination of two, on books, grocery, items, merchandise, etc., that can be read by an 
optical spanner. Doing so ensures a rapid and error-free input to identify an item, as described 
above. 



6.2. With regards to claims 38, and 57, Ryan/Harvey teaches a method and a printing 
device, for conducting electronic transactions, transmitting a selected indicia on a remote printer 
and printing it as disclosed in claims, 30, and 54 and analyzed above. Ryan/Harvey does not 
disclose printing original financial certificates, tickets, stamps, original credit, debit and pre-pay 
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cards with suitable available printers. Note: disclosure admits using suitable printers to print 
these items (page 6, lines 6-10 and page 10, lines 6-11) and does not teach the special means 
required for each time of item listed above. It is, therefore, understood that applicant admits that 
suitable printers are a prior art available at the time of the invention to print these items if data is 
downloaded to these printers from a remote source. Ryan/Harvey also discloses transmitting 
data from a remote source to a printer to print the desired indicia on any medium. Official Notice 
is taken of the concept and benefits of printing original financial certificates, tickets, stamps, 
original credit, debit and pre-pay cards with suitable available printers. Doing so would ensure a 
rapid, economical and error-free transaction of printing original financial certificates, tickets, 
stamps, original credit, debit and pre-pay cards with suitable available printers. 



7. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ryan/Harvey 
and further in view of Grapes (US Patent 6,446,130). 

With regards to claim 1 1 , Ryan/Harvey teaches a method for conducting electronic 
transactions as disclosed in claim 1 , and analyzed above. Ryan/Harvey does not teach cutting 
around said printing of said electronic certificate. However, Grapes, in the field of same 
endeavor, teaches cutting around said printing of said electronic certificate (see at least col. 8, 
lines 4-12). In view, of Grapes, it would have been obvious to a person of an ordinary skill in the 
art at the time of the invention to have modified Ryan in view of Harvey to incorporate the 
feature of using cutter to cut around electronic certificates because these features are important 
as they allow the system to operate without a human supervising and the printed material can 
be presented as a finished material as explicitly disclosed in Grapes. 
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8. Claims 36-37 are, rejected under 35 U.S.C. 103(a) as being obvious over Ryan/Harvey 
and in view of Templeton (US Patent 6,547,132) and further Official Notice. 

Regarding claim 36, Ryan/Harvey/Golden teaches a printing device, for conducting 
electronic transactions, transmitting a selected indicia on a remote printer and printing it, 
canceling the printing material as disclosed in claim 32 and analyzed above. Ryan/Harvey does 
not disclose means for defacing said printed material. However, Templeton teaches defacing of 
printed objects like checks (see at least col.7, lines 36-48, " Merchant re-inserts check to 
void/deface.,.". Note: The check corresponds to the printed material like a ticket, or document or 
certificate). In view of Templeton, it would have been obvious to a person of an ordinary skill in 
the art at the time of the invention to have modified Ryan in view of Harvey to incorporate the 
feature of defacing said printed material because it will allow the system to stop the consumers 
from using cancelled documents/tickets/etc.. 

As regards means for scanning an image of said printed material in defaced form to said 
remote provider, the examiner takes official notice. It is notoriously well-known at the time of the 
applicant's invention to use scanners to convert documents, images, drawings into digitized 
form so that the data on documents/images/drawings can be transmitted electronically. In view 
of Official Notice, it would have been obvious to a person of an ordinary skill in the art at the 
time of the invention to have modified Ryan in view of Harvey and in view of Templeton as 
applied to claim 36 above to incorporate the means for scanning an image of said printed 
material in defaced form to said remote provider because the receipt of the image of the 
defaced printed material will ensure to the provider that the user has in fact cancelled the 
document/ticket and cannot use it. 
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As regards the limitation of means for sending an image of said printed material in 
defaced form to said remote provider, it is already covered in claims 30 and 32 above that 
Ryan/Harvey teaches transmission of documents/information electronically. 

Regarding claim 37, the limitation, " means for reading identification code by a magnetic 
bar code reader is already covered and analyzed in claim 10 and is therefore rejected as being 
obvious over Ryan/Harvey in view of Official Notice. Note: This rejection for claim 10 was also 
submitted in earlier office action to which the applicant has not argued implying that the 
applicant accepts uses of bar-codes and means for reading bar-codes are accepted prior art. 

Further, the limitation, " means for sending identification read from said printed material 
to said remote provider "is already covered in claims 30 and 32 above that Ryan/Harvey 
teaches transmission of documents/information electronically. 

9. Claim 67 is, rejected under 35 U.S.C. 103(a) as being obvious over Ryan/Harvey and in 
view of Official Notice and further in view of Hayward et al. (US 2003/0023703 A1), hereinafter, 
referred to as Hayward. 

Regarding claim 67, Ryan/Harvey teaches a method, for printing original documents on 
a remote printer, as disclosed in claim 54 and analyzed above. Ryan/Harvey does not disclose 
use of an intermediary while transmitting first and second electronic certificate data to a remote 
printer and that intermediary provides maintenance for the printers. Official Notice is taken of the 
knowledge generally available about the concept and benefits of using intermediaries both in 
conventional business (without online) and online business are well known. Use of 
intermediaries in online business is expected to include online transmitting, downloading and 
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printing of first and second electronic certificate data on a remote printer. By doing so, it will help 
to more efficient fulfillment of orders online and reduce administrative and home delivery costs 
of replenishing parts and supplies to the printer and improve the availability. 

As regards the intended function of the intermediary to check consumer print supplies, it 
is already covered in claims 6,22, and 27 above. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Yogesh C Garg whose telephone number is 703-306-0252. The examiner 
can normally be reached on M-F(8:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent A Millin can be reached on 703-308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Yogesh C Garg 
Primary Examiner 
Art Unit 3625 



YCG 

August 20, 2004 



